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FIGURE 1. LIL NAS X’S TWEET CONCERNING HIS SNEAKER 
CONTROVERSY. 

 Whether it is Lil Nas X settling a lawsuit with Nike1 or Yeezy 
obtaining the first copyright for a shoe design2, one thing is certain: 
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1. Jonathan Stempel, Nike ends lawsuit over Lil Nas X ‘Satan Shoes,’ which will be 
recalled (Apr. 8, 2021, 3:08 PM), https://www.reuters.com/article/us-nike-lil-nas-x/nike-
ends-lawsuit-over-lil-nas-x-satan-shoes-which-will-be-recalled-idUSKBN2BV304. 

2. See Letter from Karyn A. Temple, Register of Copyrights, U.S. Copyright Office 
Review Board, to Joseph Petersen, Counsel, Kilpatrick Townsend & Stockton, LLP (May 
8, 2019) (on file with the United States Copyright Office) [hereinafter Yeezy Copyright 
Request]. 
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though sneaker culture has a robust history, sneaker culture and the 
laws that accompany the sneaker industry are only in their infancy.3 

 Fashion designers lack adequate protection over their product 
design, and of the available rights for fashion products, they are 
seldom used in a way that would promote innovation. Subsequently, 
in 2018 Star Athletica4 expanded intellectual property rights for the 
fashion industry. As a result of Star Athletica, designs that are 
conceptually separable from the functional components are now 
protectable, where previously they were not.5  

 For those who keep up with the fashion industry, this may be 
no surprise. We are a population that thrives off being seen, 
especially in a virtual context, and “pretty” sells.6  The definition of 
“pretty” shifts though, and so does the respective collective mind on 
the concept.7 For example, the early 2000’s standard held thin body 
figures as highly valuable, but today, a big butt and small waist is 
“pretty.”8 One article discussing the early 2000’s said, “the phrase 
‘heroin chic’ was a tongue-in-cheek term used to describe one of the 
trendiest looks of the mid-90s to early 2000s: gaunt thinness akin to 
that of a hardcore drug user.”9 We, as a society, shifted toward a 
personal reputation more intertwined with public appearance, 
putting more emphasis on protecting what makes us physically 
unique because the internet has made “pretty” more of a commodity 
than ever before.10 

 
 3. LilNasX (@LilNasX), TWITTER (Aug. 25, 2021, 8:57 AM), 

https://twitter.com/lilnasx/status/1430544989071626251?lang=en. 
 4. See generally Star Athletica, LLC v. Varsity Brands, Inc., 137 S. Ct. 1002 (2017). 
 5. Id. at 1007; 17 U.S.C. § 101 (stating that copyrightable articles need to be 

“identified separately from and are capable of existing independently of, the utilitarian 
aspects of the article”). 

 6. See generally Lauren E. Sherman et al., The Power of the Like in Adolescence: 
Effects of Peer Influence on Neural and Behavioral Responses to Social Media, 27 PSYCH. 
SCI. 1027 (2016); 
https://www.ncbi.nlm.nih.gov/pmc/articles/PMC5387999/pdf/10.1177_095679761664567
3.pdf. 

 7. Sharom Romm, BEAUTY THROUGH HISTORY, THE WASH. POST (Jan. 27, 
1987), https://adidas.washingtonpost.com/archive/lifestyle/wellness/1987/01/27/beauty-
through-history/301f7256-0f6b-403e-abec-f36c0a3ec313/; see also Axel Mertz, HOW 
NEW BALANCE BECAME COOL AGAIN, THE URB. J. (NOV. 8, 2021), 
https://urbjournal.com/how-new-balance-became-cool-again/. 

 8. Alexandra Tunnell, The 2015 Body Ideal Is More Unattainable Than Ever, 
BAZAAR (June 19, 2015), https://www.harpersbazaar.com/beauty/diet-
fitness/a11239/the-new-body-ideal/ (Showing the beauty standard of 2015 is big butts 
and a small waist). 

 9. Alex Tolhurst, The Toxic Body Image of The 2000s, MEDIUM (Apr. 19, 2021), 
https://alextolhurst.medium.com/the-toxic-body-image-of-the-2000s-165c928b50c3. 

10. Maria Altman, What Is Beauty Now?, N.Y. TIMES (May 15, 2020), 
https://www.nytimes.com/2020/05/15/us/beauty-coronavirus-body-looks.html (“There’s 
so much social currency around appearance,” said Elizabeth Daniels, a professor who 
researches body image at the University of Colorado at Colorado Springs. “It’s not like 
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 After the outcome of Star Athletica the case, experts in the 
industry had mixed thoughts. Some saw the narrow holding as a 
positive affirmation that garments may receive limited copyright 
protection, others saw it as a wasted opportunity to expand copyright 
protection for garments and support the apparel industry.11 

 Now that courts have created an exclusive right for the 
fashion industry which will foster uniqueness through 
excludability,12 corporations should reevaluate their use of 
intellectual property rights and determine how they can capitalize 
on the precedent set by Star Athletica to foster innovation and 
increase sales through copyrightable fashion design. 

 The following paper explores a small but highly influential 
category of fashion: the sneaker industry. The introduction delves 
into the nuances of sneaker culture; PART I looks at intellectual 
property rights that could be used for sneakers; PART II reviews two 
cases that attempt to use intellectual property rights to exclude 
others from certain shoe aesthetics; PART III provides 
recommendations on how intellectual property rights could be used 
to promote innovation in the sneaker industry. 
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women opt into it. It’s just in the air that we breathe.”). See also, e.g., Kim Kardashian 
Trademarks, GERBEN (Jan. 14, 2022), 
https://www.gerbenlaw.com/trademarks/celebrities/kim-kardashian/ (showing Kim 
Kardashian’s long list of trademarks that include her and her children’s name). 

11. Victory for Varsity! But Also for Fashion? Supreme Court Rules in Star Athletica 
v. Varsity Brands, DUANE MORRIS (Mar. 29, 2017), 
https://www.duanemorris.com/alerts/supreme_court_rules_in_star_athletica_varsity_br
ands_0317.html. 

12. Amy Kapczynski & Talha Syed, The Continuum of Excludability and the Limits 
of Patents, 122 YALE L.J. 1900, 1908 (2013). 
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D. Copyright v. Design Patent: Which is better for the 
business? ........................................................................ 391 

 

INTRODUCTION 

Sneaker Culture 
Before the Depression Era, sneakers were a shoe mostly worn 

by athletes.13 In the 1920s—some argue closer to the 1950s— 
sneakers became widely available and affordable.14 Converse 
completely transformed the concept of a sneaker through 
commercialization 15 and became central to the American identity.16 
In the 1940’s, shoes went from differing based on functionality, like 
shoes used for running versus shoes used for basketball, to a part 
of the wearer’s identity.17 As time went on, shoes became part of the 
American identity. They were seen less as a functional item and 
more akin to individual expression. In fact, during WWII, shoes 
were exempted from rubber rations after mass protests erupted 
when they were not exempted;18 people felt like their ability to dress 
themselves was being restricted by the government through rubber 
rations. 

In the 1970’s, sneaker culture transformed once again—New 
Yorkers in “basketball and hip-hop communit[ies] changed the 
perception of sneakers from sports equipment to tools for cultural 
expression.”19 Eventually, this concept bled into (White) culture.20 
Once sneakers were accepted by the masses as cultural expression, 
a fashion industry emerged surrounding one type of shoe—the 
sneaker—–and thus, a highly influential but small sector of the 
fashion industry arose. The transition from 1970s sneakers to the 
 

13. Vladimir Ronami, THE EVOLUTION OF SNEAKERS, MEDIUM (Sept. 14, 
2017), https://medium.com/@vronami/the-evolution-of-sneakers-9216bef6a235. 

14. Kimberly Chrisman-Campbell, Sneakers have Always Been Political Shoes, THE 
ATL. (Dec. 28, 2016), 
https://www.theatlantic.com/entertainment/archive/2016/12/sneakers-have-always-
been-political-shoes/511628/; id. 

15. Ronami, supra note 15. 
16. American Icon: Why We Love Converse Shoes, HOUSERSHOES (Sept. 15, 2017), 

https://housershoes.com/blog/american-icon-why-we-love-converse-shoes/. 
17. THE HISTORY AND EVOLUTION OF SHOES, DOLITA (Mar. 10, 2021), 

https://adidas.dolitashoes.com/blogs/news/the-history-and-evolution-of-shoes; (“From 
the middle of 1940, a visible revolution in sports shoes and clothes began and the era of 
ladies and gentlemen ended. Comfort, style, improvisation and creativity.”). 

18. Chrisman-Campbell, supra note 16. 
19. Id. 
20. Id. 
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popular sneakers of today is a physical manifestation of industry 
and sneaker culture changing over the last few decades.   

A collaboration between Michael Jordan and Nike changed the 
game forever. Air Jordans are considered, by most sneakerheads, 
to be the “grandfather” of all modern sneakers.21 The Air Jordans 
pictured below were worn by Michael Jordan during his tenure with 
the Chicago Bulls.22 Each time Jordan wore his one-of-a-kind kicks 
during a game, he was fined $5,000 by the NBA.23 Nike happily paid 
the fine.24 

FIGURE 2. THE ORIGINAL AIR JORDAN. 
 
The Nike & Michael Jordan collab25 was a defining moment for 

social influencers; it was a turning point for the advertising world.26 
It is equally as impressive that an ad campaign, with a product 
 

21. . The History of Sneaker Culture, ART DICTION (Oct. 23, 2019), 
https://www.artdictionmagazine.com/the-history-of-sneaker-culture/. 

22. . Id. 
23. . The History of Michael Jordan’s ‘Banned’ Sneakers, COMPLEX (May 3, 2020), 

https://www.complex.com/sneakers/the-history-of-michael-jordans-banned-sneakers/. 
24. . See generally id. 
25. The Collabs: Dr. Martens Teams Up With London retailer Goodhood + More, 

FOOTWEARNEWS (Jan. 4, 2022, 2:04 PM), 
https://footwearnews.com/2022/business/collaborations/products-fashion-licensing-
deals-collabs-live-updates-1203127144/ (showing collab is a term of art in the sneaker 
industry; it is used when an artist collaborates with a brand to make a one-of-a-kind 
shoe). 

26. KENNETH ANAND & JARED GOLDSTEIN, SNEAKER LAW 32 (Sneaker Law, 
LLCeds., 1st ed. 2021) (calling the Jordan and Nike sponsorship turned partnership 
arguably the “most famous sneaker endorsement”). 
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placement costing $5,000 per appearance, enabled the social media 
influencer empire we think of today to flourish.27 As companies saw 
a new form of advertising emerge, corporations like adidas28 had 
their shoes promoted by celebrities in hopes of utilizing this new 
form of advertising.29 

 

FIGURE 3. RUN-DMC AD. 
 
For example, Run-DMC became the celebrity associated with 

the adidas shell toed kicks—the adidas Superstar—after he rapped, 
“I wore my sneakers, but I’m not a sneak.”30 At the time, the 
revenue multiplying effect of such product placement was 
unknown; that is until Run-DMC had thousands of fans at his 
Madison Square Garden concert waving their adidas in the air.31 

 
27. Dennis Kirwan, Are Social Media Influencers Worth the Investment, FORBES 

(Aug. 21, 2018, 9:00 AM), 
https://www.forbes.com/sites/forbesagencycouncil/2018/08/21/are-social-media-
influencers-worth-the-investment/?sh=79029816f452 (“Social media influencers are only 
becoming more influential and effective over time. There is no end in sight for this 
unconventional, but uniquely modern advertising opportunity.”). 

28. The author chose to use the correct grammar for the trademark, “adidas” not 
“Adidas” since the paper relates to the authenticity of trademarks and changing the look 
of the brand name goes against the artistic nuances of the brand.   

29. ART DICTION, supra note 23. 
30. Chrisman-Campbell, supra note 16; see also Jacob Gallagher, Tracksuits—Like 

Those Worn by Run-DMC—Are Back in Style, WALL. ST. J. (Apr. 27, 2021), 
https://www.wsj.com/articles/tracksuitslike-those-worn-by-run-dmcare-back-in-style-
11619553706 (showing Run-DMC was known for more adidas gear than just the adidas 
Superstar shoes). On a personal note, these shoes were the soul to my childhood. As a 
former competitive B-girl (break-dancer), these shoes were the only shoes I could hit 
popping and locking movements in without breaking a toe. 

31. Stephen Albertini, An Abridged History of Hip-Hop’s Relationship with Sneaker 
Culture, GRAILED (Jan. 24, 2018), https://www.grailed.com/drycleanonly/hip-hop-rap-
sneaker-relationship. 
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Run-DMC was offered a $1 million dollar deal with adidas and went 
on to make the adidas Superstar one of the “must haves” of the 
decade.32 Another influential musical endorsement that advertised 
the adidas Superstar was “Walk this Way” ft. Aerosmith.33 It should 
come as no surprise then that some of today’s top artists like 
Beyonce and Kanye have partnered with adidas.34 

This shift embodies the collective thought or mainstream 
culture moving away from sneakers’ sole purpose, functionality, to 
their ability to convey “national identity, class, or race.”35 Products 
like sneakers are the core of what intellectual property is intended 
to protect: innovation.36 Like any new cultural variation, there are 
people who fuel the shift; with sneaker culture came 
sneakerheads37, just like with Justin Bieber came Beliebers. 

Sneakerheads know when a new shoe is dropping, the 
potential markup point, and most importantly, who can get the 
shoes as soon as they drop.38 Sneaker culture created a subculture 
that influences and is influenced by the mainstream shoe industry. 
The designers, R&D teams, and other necessary components that 
fuel the sneaker industry should be granted exclusive rights, 
protections, to encourage innovation. Unfortunately, The United 
States archaic intellectual property system allows for large brands 
to use their exclusive rights to stifle innovation in the underground 
sneaker industry with lawsuits, copying no-name artists to pass it 
off as their own, and other industry-known tricks.39 

This stifling is not new. The suffocation of the sneaker industry 
is comparable to copyright’s protection of—thereby promotion of—

 
 32. Id. 

33. Run DMC, RUN DMC - Walk This Way (Official HD Video) ft. Aerosmith, 
YOUTUBE (Oct. 25, 2009), 
https://www.youtube.com/watch?v=4B_UYYPb-Gk (depicting the adidas Superstar at 
time stamp 1:11 & 2:35). 

34. Albertini, supra note 33. 
35. Chrisman-Campbell, supra note 16. 
36. John Zarocostas, The role of IP rights in the fashion business: a US perspective, 

WIPO MAG. (Aug. 2018), 
https://www.wipo.int/wipo_magazine/en/2018/04/article_0006.html (showing various 
bills proposed in Congress to protect fashion innovation). 

37. A sneakerhead is someone who collects, trades and or admires sneakers as a 
hobby. Generally, sneakerheads are well-versed in the history of sneakers and study the 
market carefully. If you present them with a pair of sneakers, they can tell you their 
value, make and history. Sneakerheads first emerged in North America, but they’re now 
a global phenomenon. THE RISE OF THE SNEAKERHEADS, COMBATANT GENTLEMEN 
(May 11, 2020), https://combatgent.com/blogs/unhemmed/rise-of-the-sneakerheads. 

38. See, e.g., Breandan Dunne & Riley Jones, Nike’s Resell Scandal and VP Ann 
Hebert’s Resignation, Explained, COMPLEX (Mar. 11, 2021), 
https://adidas.complex.com/sneakers/nike-ann-hebert-son-sneaker-resale-scandal-
explained/. 

39. See infra note 87–88 and accompanying text. 
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certain music types such as classical music, but hindering the 
growth of the rap industry because music made up of samples are 
seen as derivative works and as a result, are not  fully 
copyrightable.40 This is likely due to copyright law being created 
with romantic conceptions of authorship that were (mistakenly) 
held regarding classical music Up-and-coming artists are hindered 
by the blind ignorance of Congress to the fact that pieces of old 
tunes could be incorporated into new music in such a way that the 
listener could have a completely original experience with the new 
track. This is in clear opposition to the “to promote the progress of 
science and useful arts” that provides the foundation for intellectual 
property rights.41 Here, we see the same type of suffocation to the 
underground shoe market. 

 With the global athletic footwear market expect[ing] to 
grow from $80 billion in 2020 to $95 billion in 2025. The in-
dustry will experience continuous growth for several years, if 
not decades, to come.42  

Therefore, it is imperative that courts do not allow the sneaker 
industry to endure the abuse of narrow, outdated intellectual 
property laws. Rather, the sneaker industry, specifically 
underground sneaker design, should be availed of the full scope of 
rights granted to big name corporations.  

I. LEGAL BASIS OF PROTECTIONS 

A. Design Patent 
A design patent is an intellectual property right registered to 

the inventor that protects the original shape or surface 
ornamentation of a useful manufactured article.43 This applies to 
any unique form or otherwise perceivable design features of an 
object like a chair, table, hand tool, clock, bottle, or purse.44 

 
40. See, e.g., Olufunmilayo B. Arewa, From J.C. Bach to Hip Hop: Musical 

Borrowing, Copyright and Cultural Context, 84 N.C. L. REV. 547, 550 (2006) (explaining 
how copyright protection is rooted in the canon of classical music and inherently excludes 
other music types such as hip hop). (add the 9th circ see this as diminimums copyright) 

41. See generally id. 
KENNETH ANAND & JARED GOLDSTEIN, SNEAKER LAW 19 (Sneaker Law LLC eds., 1st ed. 
2021). 

43. Vic Lin, What does a design patent protect?, PAT. TRADEMARK BLOG, 
https://www.patenttrademarkblog.com/design-patent-protect/ (last visited, Mar. 25, 
2022). 

44. Definition of a Design, USPTO, https://www.uspto.gov/patents/basics/types-
patent-applications/design-patent-application-guide#def (last visited Mar. 25, 2022). 
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There are two basic criteria for eligibility of a design patent. 
First, the design must be industrial. For example, a painting or 
sculpture is not eligible for design patent protection because it is 
not separable from a useful object.45 However, paintings or 
sculptures could be covered by copyright protection.46 Second, the 
design must not be dictated by the function of the article.47 That is, 
“if the design specifically affects the way the article works, that 
design would not be separable from function and would not be 
eligible for design patent protection (though it may be eligible for a 
utility patent).”48 A patent affords the patent holder the right to 
exclude others from creating the same object, even if the second 
person independently came up with the idea of the patented 
object.49 A design patent specifically offers the creator the ability to 
exclude others from using certain ornamentation for fifteen years 
from the date of application.50 In other words, patents give owners 
the capability to (artificially) impose scarcity on a certain product 
by excluding others from being able to create it, thereby increasing 
the creators returns on their innovations.51 It takes about two years 
from date of application to a granted design patent and around 
$2,500 with no maintenance fees required.52 

For context, if a designer creates a unique outward appearance 
for a sneaker, they could possibly obtain a design patent. However, 
if the sneaker itself operated mechanically different, perhaps by 
dramatically reducing the impact felt by the wearer as the result of 
some unique material used in the sole, that individual component 
 

45. Norman J. Leonard, Applying Copyright Law to Useful Articles – A Dispute Over 
Cheerleading Uniforms May Result in a New, Unified Test, WARD & SMITH P.A. (Oct. 4, 
2016), https://www.wardandsmith.com/articles/applying-copyright-law-to-useful-
articles. 

46. U.S. COPYRIGHT OFFICE, https://www.copyright.gov/help/faq/faq-
protect.html#:~:text=Copyright%2C%20a%20form%20of%20intellectual,%2C%20comp
uter%20software%2C%20and%20architecture (last visited Mar. 25, 2022). 

47. Avia Group International Inc. v. L. A. Gear California Inc., 853 F.2d 1557, 1563, 
7 USPQ2d 1548, 1553 (Fed. Cir. 1988) (“However, a distinction exists between 
the functionality of an article or features thereof and the functionality of the particular 
design of such article or features thereof that perform a function.”). 

48. Basic Criteria for Design Patent Eligibility, REILLY INTELL. PROP. LAW FIRM, 
https://patentattorneysdenver.com/design-patent/ (last visited Mar. 25, 2022). 

49. See generally, Rebecca S. Eisenberg, Patents and Regulatory Exclusivity, in 
OXFORD U. PRESS167, 167–98 (2012), 
https://repository.law.umich.edu/cgi/viewcontent.cgi?article=1126&context=book_chapt
ers. 

50. 1505 Term of Design Patent, USPTO, 
https://www.uspto.gov/web/offices/pac/mpep/s1505.html (last visited Mar. 25, 2022). 

51. Mark A. Lemley, IP IN A WORLD WITHOUT SCARCITY, 90 N.Y.U. L. R. 460, 
462 (2015). 

52. Vic Lin, How much does a US design patent application cost?, PAT. TRADEMARK 
BLOG, http://www.patenttrademarkblog.com/design-patent-application-cost/ (last visited 
Mar. 25, 2022). 
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could also be protected by a utility patent because the invention 
includes a functional component.53 A design patent alone would not 
protect any functional aspects of the sneaker. A great example is 
Nike’s Vaporfly shoe, which was worn during the world’s first sub-
two-hour marathon and then was banned from professional 
sports.54 The shoe was tested by scientists at the University of 
Colorado Boulder, where they observed that the carbon fiber plate 
and special ZoomX midsole foam saved runners 4% of energy.55 

In order to identify whether a design patent has been 
infringed, the courts created the “extra ordinary test” seen in 
Arminak or Egyptian Goddess.56 In Arminak, the test relies on the 
perceptions of “persons in the trade,” namely, industrial buyers 
(also known as organization buyers).57 In Egyptian Goddess, the 
court asserts an “ordinary observer” as one who is “aware of the 
great number of closely similar prior art designs” and “conversant 
with the prior art.”58 

Arminak and Egyptian Goddess go against the precedent set in 
Gorham v. White.59 In Gorham, the Court said, to determine 
whether a design patent has been infringed the court must look at 
whether an ordinary person looking at the items side by side could 
tell a difference.60 In Gorham, the Court noted, to have a test such 
as the extraordinary test, 

would destroy all the protection which the act of Congress 
intended to give. There never could be piracy of a patented 
design, for human ingenuity has never yet produced a 
design, in all its details, exactly like another, so like that 
an expert could not distinguish them.61  

 
53. U.S. Patent No. 15/886,571 (filed Feb. 1, 2018). 
54. Cathal Dennehy, Nike Vaborfly Shoes Avoid Complete Ban By World Athletics, 

RUNNERS WORLD (Jan. 31, 2020), https://www.runnersworld.com/news/a30721631/nike-
vaporfly-ban/. 

55. Id. 
56. Christopher V. Carani, The New ‘Extra -Ordinary” Observer Test for Design 

Patent Infringement-On a Crash Course With the Supreme Court’s Precedent in Gorham 
v. White, 8 J. MARSHALL REV. INTELL. PROP. L. 354 (2009). 

57. Arminak & Assocs., Inc. v. Saint-Gobain Calmar, Inc., 424 F. Supp.2d 1188, 
1190 (S.D. Cal. 2006, aff’d, 501 F.3d. 1314, 1324 (Fed. Cir. 2007), cert. denied, 128 S. Ct. 
2906 (2008)). 

58. Egyptian Goddess Inc. v. Swisa, Inc., 543 F.3d at 6665 (Fed. Cir. 2008). 
59. Gorham Mfg. Co. v. White, 81 U.S. 511 (1871) [hereinafter Gorham]. 
60. Id. at 513, 527. 
61. Id. 
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Said another way, if the copy needs to be exact then we will 
never find an infringement claim because even a person with 
specialized knowledge will still have variation in the copy. 

The Court created a lens to determine whether a design patent 
has been infringed: from the perception of a lay person and not a 
(P)erson (H)aving (O)rdinary (S)kill (I)n (T)he (A)rt (“PHOSITA”).62 
As such, “the justification for design patent protections is more akin 
to traditional trademark policy than utility patent policy.”63 
Therefore, the distinction between trademark and design patent 
comes down to the essence behind why a person or entity is using 
an intellectual property right. 

B. Trademark 
A trademark is a word, phrase, symbol, and/or design that 

identifies and distinguishes the source of the goods of one party 
from those of others.64  A service mark is a word, phrase, symbol, 
and/or design that identifies and distinguishes the source of a 
service rather than goods.65 Some examples include brand names, 
slogans, and logos.66 The term “trademark” is often used by the 
public to refer to both trademarks and service marks, which 
technically is correct but is also confusing when discussing the 
nuances of trademarks.67  Trademarks are important to businesses 
because they effectively communicate to the customer that those 
products or services are coming from a particular source. The more 
the business’s reputation grows, the more valuable the brand will 
be. In an effort to ensure consumers are not dubbed with fake 
brands in the marketplace, courts have enforced trademark 
infringement under various circumstances.  The USPTO released 
the following guidelines on what a plaintiff would need to prove for 
infringement, the plaintiff 

 
62. Gordon K. Hill & A. John (Jack) Pate, AVOIDING CONFUSION OF PHOSITA, 

AIPLA, https://www.aipla.org/list/innovate-articles/avoiding-confusion-of-phosita (last 
visited Mar. 25, 2022). 

63. Dennis Crouch, Re-Litigating Gorham v. White: Design Patents at the Supreme 
Court, PATENTLYO (Apr. 4, 2008), https://patentlyo.com/patent/2008/04/re-litigating-
g.html. 

64. What is a Trademark?, USPTO, https://www.uspto.gov/trademarks/basics/what-
trademark (last visited Mar. 25, 2022). 

65. Id. 
66. Id. 
67. Id.; see also What Is The Difference Between Copyright, Patent, and Trademark?, 

COPYRIGHT ALLIANCE, https://copyrightalliance.org/faqs/difference-copyright-patent-
trademark/ (last visited Mar. 25, 2022) (showing people use the word trademark to 
reference a trademark and/or service mark). 
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must prove that the valid mark has priority (its rights in 
the mark(s) are “senior” to the defendant’s), and that the 
defendant’s mark is likely to cause confusion in the minds 
of consumers about the source or sponsorship of the goods 
or services offered under the parties’ marks. In addition to 
claiming likelihood of confusion, a trademark owner may 
claim trademark “dilution,” asserting that it owns a 
famous mark, and the use of [the] mark diminishes the 
strength or value of the trademark owner’s mark by 
“blurring” the mark’s distinctiveness or “tarnishing” the 
mark’s image by connecting it to something distasteful or 
objectionable-even if there is no likelihood of confusion.68 

Trademarks are highly valuable to a corporation because of the 
relative ease of registration and excludability rights afforded to the 
owner. Additionally, dilution claims require the trademark is 
known worldwide or of similar caliber to make such a case; by 
default, dilution claims are more favorable to a corporation.69 

C. Copyright 
The purpose of copyright law is to promote the “progress of 

useful arts and science”.70 Copyright protection is available for 
original works of authorship that are fixed in a tangible form, 
whether published or unpublished.71 “The categories of works that 
can be protected by copyright laws include paintings, literary 
works, live performances, photographs, movies, and software.”72 
Copyright law covers the “form of material expression,” not the 
actual concepts, ideas, techniques, or facts in a particular work, 
which can be seen through the “fixed in a tangible form” 
requirement of the law.73 

As such, the Copyright Act gives the copyright owner certain 
exclusive rights, including the right to reproduce the work, prepare 
“derivative works” (other works based on the original work), 
distribute copies of the work by sale, lease, or other transfer of 
ownership, perform the work publicly, or display the work 
 

68. About Trademark Infringement, USPTO, https://www.uspto.gov/page/about-
trademark-infringement (last visited Mar. 25, 2022). 

69. Barton Beebe et al., Is Trademark Dilution a Unicorn?  An Experimental 
Investigation 2 (unpublished manuscript) (on file with author). 

70. U.S. Const. art. I, § 8, cl. 8. 
71. Subject Matter and Scope of Copyright, U.S. COPYRIGHT OFFICE, 

https://www.copyright.gov/title17/92chap1.html (last visited Mar. 25, 2022). 
72. What is a Copyright?, FIND LAW, https://smallbusiness.findlaw.com/intellectual-

property/what-is-copyright.html (last visited Mar. 25, 2022). 
73. Id. 
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publicly.74 To claim copyright infringement, the plaintiff must own 
a valid copyright.75 A person has a valid copyright if it is an 
“original work of authorship” that exists in a “tangible medium of 
expression” or could be conceivable separable from the tangible 
object itself. The United States Supreme Court has held that 
“originality” is a constitutional requirement that “requires 
independent creation plus a modicum of creativity.”76 

Finally, a copyright could be infringed but nonetheless the 
infringer can avoid liability if it falls under the fair use doctrine. To 
determine whether a copyright infringement falls under  fair use 
doctrine, the court uses a four-part analysis asking the following 
questions: 1) what is the character and purpose of the new use?; 2) 
what is the nature of the copyrighted work?; 3) how much of the 
copyrighted work has been used?; and 4) what is the market effect 
to the copyrighted work by allowing the infringement to continue?77 
In reality, the courts have recharacterized “what is the character 
and purpose of the new use” as an analysis of transformative use; 
which outweighs the other factors.78 However, it is important to 
note that fair use is rarely a successful defense in fashion law.79 

In the following case studies, the paper will explore the 
intersection of intellectual property rights and fashion, particularly 
sneakers. 

II. CASE STUDIES 

A. Nike v. Warren Lotas 
Nike filed suit in the United States District Court of California 

against Warren Lotas for, among other things, trademark 
 

74. Id. 
75. Copyright in General, U.S. COPYRIGHT OFFICE, 

https://www.copyright.gov/help/faq/faq-
general.html#:~:text=No.,infringement%20of%20a%20U.S.%20work (last visited Mar. 
26, 2022). 

76. Feist Publications, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 346 (1991). 
77. 17 U.S.C §107. 

 78. Cariou v. Prince, 714 F.3d 694, 2013 (“While the lozenges, repetition of the 
images, and addition of the nude female unarguably change the tenor of the piece, it is 
unclear whether these alterations amount to a sufficient transformation of the original 
work of art such that the new work is transformative. … We believe the district court is 
best situated to determine, in the first instance, whether such relatively minimal 
alterations render Graduation, Meditation, Canal Zone (2007), Canal Zone (2008), and 
Charlie Company fair uses (including whether the artworks are transformative) or 
whether any impermissibly infringes on Cariou’s copyrights in his original 
photographs”.). 

79. See ARCHIVE: The Legality of the Logo Mash Up, THE FASHION LAW (June 22, 
2017) https://www.thefashionlaw.com/the-logo-mash-up-that-raf-simons-started-in-
legal-terms/. 
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infringement.80 Nike asserted in its complaint that Lotas sold 
“fakes of the coveted Nike DUNKS.”81 They further stated that, 
“Warren Lotas intentionally created the confusion, and is 
attempting to capitalize on it, by, among other things, using Nike’s 
registered DUNKS word mark, using Nike’s registered DUNKS 
trade dress, and using a mark that is confusingly similar to Nike’s 
famous Swoosh design to promote and sell his fakes.”82 Nike has 
also filed for a preliminary injunction to stop Warren from 
preorders of the shoes.83 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

 

FIGURE 4. PULLED FROM NIKE’S REQUEST FOR INJUNCTION AGAINST 
WARREN LOTAS. 

 
Broadly speaking, Nike asked the Court to 1) hold that Warren 

infringed on their trademark and 2) to issue an injunction to stop 
Warren from producing the shoes at issue.84  Specifically, Nike 

 
80. See Amended Complaint, Nike v. Warren Lotas, 2:20-cv-09431-DDP-PVC (S.D. 

Cal. Oct. 14, 2020), gov.uscourts.cacd.798335.1.0, 
https://www.courtlistener.com/docket/18538148/1/nike-inc-v-warren-lotas/ [hereinafter 
Nike v. Warren Complaint]. 

81. Id. at 2. 
82. Id. at 3. 
83. Riley Jones, Nike Asks Court to Stop Warren Lotas ‘Dunk’ Pre-Orders, COMPLEX 

(Oct. 21, 2020), https://www.complex.com/sneakers/2020/10/nike-asks-court-stop-
warren-lotas-dunk-pre-orders. 

84. Nike v. Warren Complaint, supra note 79, at 21-22. 
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requested an order that Nike is the exclusive owner of the Asserted 
Marks and that such marks are valid and protectable”85 and: 

An order that WL be required to deliver to Nike for 
destruction any and all shoes, apparel, digital files, 
packaging, printed graphics, promotional materials, 
business cards, signs, labels, advertisements, flyers, 
circulars, and any other items in any of their possession, 
custody, or control bearing the Asserted Marks and/or 
confusingly similar marks; An order granting an award of 
damages suffered by Nike according to proof at the time of 
trial; An order that WL account to Nike for any and all 
profits earned as a result of WL’s acts in violation of Nike’s 
rights, An award of three times the amount of 
compensatory damages and increased profits pursuant to 
15 U.S.C. § 1117; An order granting restitution of WL’s 
profits earned from its unauthorized use of the Asserted 
Marks and/or confusingly similar marks in which profits 
Nike has a vested interest, pursuant to Cal. Bus. & Prof. 
Code § 17200, et seq.; An order granting an award of 
punitive damages for the willful and wanton nature of 
WL’s aforesaid acts under the common law; An order 
granting pre-judgment interest on any recovery by Nike; 
An order granting an award of Nike’s costs, expenses, and 
reasonable attorney fees.86 

Nike believed, among other reasons, they should be afforded 
trademark protections because the Nike Swoosh has been used as 
an example by the Ninth Circuit Court as a famous trademark, 
Nike continued to sell their products under this logo, and Nike had 
sold billions of products using the design. 87 

 
85. Id. at 21. 
86. Id. at 22–23. 
87. Id. at 4–5. 
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Additionally, Nike asserted their validly held word mark, 
DUNKS, and DUNKS trade dress, have popularity and standing in 
the fashion community and are being infringed by Warren Lotas.88 
Finally, Nike asserted they used the DUNKS word mark and trade 
dress substantially over the years.89 Below is the registered trade 
dress.  

FIGURE 5.     NIKE’S TRADRESS FOR THEIR “DUNKS” SHOE. 
   On the other hand, Lotas said, “If you’ve followed my 

company since inception, I have always created things that didn’t 
exist in the marketplace, big or small. My shoe is something I’ve 
always wanted to see in my personal footwear rotation and to share 
with my small cult following.”90 Lotas received approval from Jeff 
Staple, the collaborator of the Staple NYC Pigeon DUNKS, before 
adding Staples trademarked pigeon to his rendition of the shoe.91  

 
88. Id. at 6. 
89. See id. 
90. Sheena Butler- Young, Warren Lotas Says He still Plans to Sell the Sneakers 

Nike Is Suing Him Over, FOOTWEAR NEWS (Oct. 16, 2020, 1:23 PM) 
https://footwearnews.com/2020/business/legal-news/warren-lotas-nike-dunk-sneakers-
sales-lawsuit-1203067645/. 

91. Jeff Staple Defends Warren Lotas, HYPEBEAST (Nov. 8, 2020), 
https://hypebeast.com/2020/11/jeff-staple-defend-warren-lotas-nike-dunk-low-lawsuit-
info; see also Nike Dunk SB Low, STOCKX, https://stockx.com/nike-dunk-sb-low-staple-
nyc-
pigeon?country=US&currencyCode=USD&size=8.5&g_network=g&g_productchannel=
online&g_adid=244607812448&g_campaign=OD+-+Segment+-+Sneakers+-
+Adult+Sizes+-+%28US%29&g_keyword=&g_adtype=pla&g_keywordid=pla-
424142582627&g_acctid=709-098-
4271&g_ifcreative=&gclsrc=aw.ds&g_adgroupid=50672857117&g_productid=333c806c-
06a6-47ca-8ee0-
f84d89ad1ed2&g_merchantid=111829866&g_partition=424142582627&g_campaignid=
1032998786&g_ifproduct=product&&gclsrc=aw.ds&&utm_source=google&utm_mediu
m=cpc&utm_campaign=OD-Segment-Sneakers-AdultSizes-
(US)&utm_campaignid=1032998786&content=244607812448&keyword&gclid=CjwKC
AiA6seQBhAfEiwAvPqu14fwrZ0yInCIKsglrLTngdVqH_Z3ykGse2MrTbZ0kL4aewK3y
ymQERoCH4oQAvD_BwE (last visited Mar. 27, 2022) (showing the Pigeon Dunks going 
for $50,000). 
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Nonetheless, the US District Court for the Central District of 
California granted an injunction for Nike.92 Warren was forced to 
stop selling the DUNKS lookalikes and collecting preorder 
requests. A confidential settlement occurred in late 2020.93 
However, the court did not force Warren Lotas to return the 
deposits already received for presales.94 Staples declined to 
comment on the case but did question on the podcast “why certain 
bootlegs, like Bape’s Bapesta take on the Nike Air Force 1, are 
accepted, while others, like any of the imitations Skechers has been 
sued for, are rejected.”95 

This case, among others, show how a corporation can utilize 
trademarks–in an arguably valid manner–to exclude the 
underground sneaker scene from innovating on iconic sneakers, 
leaving the community with only nostalgic love for the classics, 
seldomly filling sneakerheads with a rush of dopamine from a new 
experience with a classic sneaker.  

B. Nike v. John Geiger  
 It was not long before Nike was back to their quest of finding 

all the infringers, “gotta catch em all”.96 In January 2021, Nike sued 
California-based manufacturer La La Land Production for 
trademark infringement and included John Geiger as a 
defendant.97 Nike claims Geiger’s “GF-01” shoes infringe on Nike’s  

Air Force 1 trade dress. Nike also asserts the Nike Swoosh 
trade dress was infringed because consumers would confuse the  

 
92. Ian Servantes, Warren Lotas and Nike have reached a settlement over his ‘illegal 

fake’ Dunks, INPUT (Dec. 14, 2020, 1:40 PM), https://www.inputmag.com/style/warren-
lotas-nike-have-reached-a-settlement-over-his-illegal-fake-dunks. 

93. Id. 
94. Brendan Dunne, Warren Lotas’ Nike Lawsuit: Bootleg Dunks and Their Place in 

History, COMPLEX (Nov. 13, 2020), https://www.complex.com/sneakers/nike-warren-
lotas-lawsuit-knockoff-dunks-history/. 

95. Id. 
96. Pokemon – Gotta Catch ‘Em All Lyrics, YOUTUBE (Aug. 10, 2011), 

https://www.youtube.com/watch?v=wrCUQuJsDYI. 
97. Bill Donahue, Nike Accuses Another Designer Of Selling Fake Sneakers, 

LAW360 (Aug. 27, 2021, 6:05 PM), 
https://www.law360.com/ip/articles/1416944?utm_source=rss&utm_medium=rss&utm_
campaign=section; see generally Complaint, Nike v. La La Land Productions, 2:21-cv-
0443 (S.D. Cal. Aug. 26, 2021) (hereinafter Nike v. Geiger).   
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FIGURE 6. SWOOSH AND THE G (PICTURED BELOW). 98 

 
Complex, a culture news site noted, “La La Land 

Productions was also included in the case against Warren Lotas,”99 
the case study above.  La La Land Productions in their counterclaim 
accused Nike of using strategy that aims “to quash competition and 
intimidate legitimate businesses … that often lack the resources to 
defend themselves against such a well-resourced opponent.”100 
“There is a bullying nature to these actions that chills creativity 
and lawful competition.”101 La La followed up with saying the 
company uses “unduly aggressive, disproportionate, highly 
burdensome litigation strategies” to enforce “questionable” trade 
dress rights.102  

To add to an already controversial lawsuit, Geiger posted on 
his Instagram that he was preparing for a long battle with Nike and 
that “Nike has been taking inspiration and benefitting off the hard 
work of myself and a lot of creators within the community over the 
past 10+ years.”103 Geiger’s attorney commented on the matter, 
“Nike is clearly going after smaller, independent brands it believes 
are unable to defend themselves or might be intimidated by Nike’s 
aggressive legal tactics.”104 

 
98. Nike v. Geiger, supra note 96, at 5. 
99. Brandon Richard, Nike Files Lawsuit Against John Geiger Over Air Force 1 

Lookalike, COMPLEX (Aug. 27, 2021), https://www.complex.com/sneakers/nike-sues-
john-geiger-air-force-1. 

100.  Counter Complaint at 2, Nike v. La La Land Productions, 2:21-cv-0443-MCS 
(S.D. Cal. Mar. 4, 2021) (hereinafter La La Land Counter Claim). 

101.  Id. 
102.  Id. 
103.  John Geiger (@jogngeiger_), INSTAGRAM, 

https://www.instagram.com/p/CTGEfrOF7b7/?utm_source=ig_embed&ig_rid=4bc57502-
ff5c-401d-a16b-3fd97c3f4f37 (last visited Mar. 27, 2022). 

104.  Soshy Ciment, John Geiger Pushes Back in Nike Lawsuit, Challenging 
Trademark Infringement Claims, FOOTWEARNEWS (Nov. 3, 2022, 12:43 PM), 
https://footwearnews.com/2021/business/legal-news/john-geiger-nike-lawsuit-air-force-
1-1203204074/. 
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This case embodies the dystopia intellectual property rights 
large corporations use against smaller creators – creators that were 
supposed to be the beneficiary of such rights. That said, the courts 
should use this case as a platform to shift how intellectual property 
rights relate to the fashion industry. 

III. PROTECTION IN THE AGE OF FAST FASHION, SMALL 
BATCH RELEASE FRENZIES, AND THE BIG GUYS WITH 
(LEGAL) GUNS 

A. When to Use a Design Patent 

As discussed in the introduction, since the 1980s sneaker 
culture largely focused on the unique designs of sneakers.105 With 
a society determined to be woke106, whether staying on top of the 
relevant news of the day or having one of the fifty (50) pair of shoes 
dropped in a limited production, standing out from the crowd is 
important to an individual’s identity.107 Intellectual property law 
protects non rivalrous goods that bring value to society. We have 
always had products that needed intellectual property rights like 
paintings, music, and companies’ established brands, the internet 
accelerated innovation by decreasing barriers to knowledge. It is 
important to promote innovation through equitable intellectual 
property rights so society can keep up with the internet pace we live 
in.108 

In terms of Warren Lotas look-alike DUNKS, the court 
found they were substantially similar to Nike’s trade dress DUNKS 
shoe.109 But substantially similar and a carbon copy are not two 
sides of the same coin. The designer, Warren, changed parts of the 
shoe such as the shade of green used, the fake swoosh (compared to 
the Nike Swoosh), and the color of the swoosh.110 In the same vein, 

 
105.  Supra, PART I. 
106.  MERRIAM-WEBSTER, https://www.merriam-webster.com/dictionary/woke (last 

visited Mar. 27, 2022). 
107.  Jonah Lehrer, The Drive to Be Different, WIRED (Oct. 14, 2011, 9:23 AM), 

https://wired.com/2011/10/the-drive-to-be-different/. 
108.  See generally PHILIP ZIMBARDO & JOHN BOYD, THE TIME PARADOX: THE NEW 

PSYCHOLOGY OF TIME THAT WILL CHANGE YOUR LIFE (2008). 
109.  Nike, Inc. v. Lotas, No. 2:20-cv-09431-MCS-PVC, 2020 BL 488402, at *4 (C.D. 

Cal. Nov. 18, 2020) (Opinion). 
110.  Riley Jones, Nike Responds After Court Orders Warren Lotas to Stop Selling 

Lookalikes, COMPLEX (Nov. 20, 2020) 
https://www.complex.com/sneakers/2020/11/warren-lotas-nike-lawsuit-court-stop-
selling-lookalikes (showing the original DUNK and the infringing shoe). 
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Geiger did not use a Swoosh.111 Geiger’s angle of the midsole is not 
the same and the heeltab on the Airforce 1s is not as erect as 
Geiger’s. In my opinion the GF-01 are more in line with the adidas 
Superstar look than the Airforce 1. 

Even if each component was copied on different shoes, it 
would not lead to a lay person thinking Nike owns all shoes that 
have one component of the Airforce 1s. Instead, it is the aggregate 
of the design that creates confusion for the consumer if they see it 
manufactured by someone other than Nike. But Nike chose to 
enforce their rights to exclude through a trademark claim even 
though confusion was not likely. Instead, Nike should have filed for 
a design patent and sued under a design patent claim because, 
other than the Swoosh, the components Nike is trying to protect are 
the visual features–shape, color, pattern–that, in combination 
resemble the Air Force 1s. It is not a look that consumers identify 
solely as the Nike brand. 

Under the eligibility requirements for a design patent 
presented in PART I of this paper, the design must be industrial, 
and it cannot be functional. First, the shoe is industrial because it 
is a usable object, but the visual components Nike is looking to 
protect are not part of the functionality of the shoe. On the contrary, 
trademarks should not apply because a consumer does not see the 
heel tab of the Airforce 1 on a non-Nike shoe and wonder when Nike 
started to make a random shoe, nor do they see a pair of shoes with 
pin holes on the toe box and think Nike designed it. But, if a 
consumer sees an all-white shoe with pinholes on the toe box, 
swoosh stitched on the side, an approximately two-inch sole with a 
slight angle, slits in the base of the sole, and identical stitching on 
the heel collar then they are likely to think it is an authentic 
Airforce 1.112  

Congress intends to limit the number of active trademarks 
with the newly enacted Trademark Modernization Act.113 
Therefore, courts should not allow corporations to use trademarks 
as a means of locking up stylistic approaches to creating a shoe. 

 
111.  Nike Adds John Geiger to Existing Suit, Accusing it of Trademark 

Infringement, Dilution, THE FASHION LAW (Aug. 30, 2021) 
https://www.thefashionlaw.com/nike-adds-john-geiger-to-existing-suit-accusing-it-of-
trademark-infringement-dilution/ (showing the original DUNK and the allegedly 
infringing shoe). 

112.  The Shoe Surgeon, Shoe Anatomy: Air Force 1 Deconstructed + Pattern (July 
20, 2020), https://adidas.youtube.com/watch?v=Bidgy2i4Ah0 (Showing Airforce 1 
deconstruction and pattern creation). 

113.  USPTO Implements the Trademark Modernization Act, USPTO, 
https://www.uspto.gov/trademarks/laws/2020-modernization-act (last visited Mar. 27, 
2022) (showing regulations and limitation on timing and revoking trademarks for 
nonuse). 
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Instead, corporations should file design patents separate from their 
trademarkable logos and limit their use of trade dress when it is 
not in line with the original intention of trade dress.114 

B. When to Use a Trademark 

In the simplest terms, an entity can trademark a logo, 
slogan, or name.115 It is also possible to get a trade dress on highly 
distinctive features of shoe designs, so long as there is no functional 
purpose.116 If a shoe company obtains trade dress protection, a 
customer must be able to see the protected trade dress and know it 
came from that specific company. Trade dress is supposed to allow 
consumers to rely on their association with a specific look of a 
product to mean it came from a certain brand.  

A large obstacle of obtaining a trade dress for a shoe is being 
able to prove the trade dress is not a functional part of the shoe.117 
For example, if the dual-colored sole of a shoe is not only for 
aesthetics but also are two different types of rubber combined to 
help absorb energy produced when a person walks and the rubber 
only comes in those colors, then it would not be trademarkable. 
When the United States Patent and Trademark Office (USPTO) 
makes a determination whether a trade dress is functional, it uses 
a multifactor test as described in Morton-Norwich.118 The court in 
Morton-Norwich weighed the following elements: 

1. Would protection restrict the right to effectively compete? 
2. Will protection hinder the competitor in competition? 
3. Would protection inhibit competition? 
4. Is the availability of the design “essential to effective com-
petition”? 
5. Would protection put competitors at a substantial non-rep-
utation related     disadvantage?119 

This analysis is used when there is a question of whether 
the trade dress has functional components. The Courts could use 
the functionality test to determine if someone should receive 
 

114.  Fun-Damental Too, Ltd. v. Gemmy Indus. Corp., 111 F.3d 993, 999 (1997) 
(discussing the components of a product or item necessary for a trade dress protection). 

115.  See What is a Trademark?, USPTO, 
https://www.uspto.gov/trademarks/basics/what-trademark (last visited Mar. 27, 2022). 

116.  See generally id. 
117.  See generally TRADEMARK MANUAL OF EXAMINING PROCEDURE JULY 2021, 

1202.02(a)(III)(A) (2021), https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-
1200d1e930.html. 

118.  See generally In re Morton-Norwich Products, 671 F.2d 1332 (1982). 
119.  Id. 
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registration for their trade dress, rather than only using the test to 
determine whether a trade dress has a functional component. If the 
trademark regime were to take this approach, it would allow for 
less trademarks and a more competitive market because it would 
require consideration of how the trade dress protection would affect 
the ability of competitors to produce similar looking products that 
are not functional components but equally as important in a 
feature-focused society. In the case studies referenced above, the 
comments from Staple and Geiger dance around this idea, that 
Nike uses trade dress as a means to exclude others from the 
sneaker game, rather than to truly protect the Nike name.120 If the 
courts were to use the elements above, Nike’s trade dress for its 
Airforce 1 would likely fall outside the scope of trade dress 
eligibility because the functionality test is narrower in scope. 

As another example, Converse owns the trademark below 
with the description as follows: 

The mark consists of the design of the two stripes on the 
midsole of the shoe, the design of the toe cap, the design of 
the multi-layered toe bumper featuring diamonds and line 
patterns, and the relative position of these elements to each 
other. The broken lines show the position of the mark and are 
not claimed as part of the mark.121 

 

FIGURE 6. CONVERSE’S TRADE DRESS FROM THE PTO OFFICE. 
 

 
120.  La La Land Counter Claim, supra note 100. 
121.  Image Trademark with Serial No. 85696598, JUSTIA, 

https://trademarks.justia.com/856/96/n-85696598.html (last visited Jan. 17, 2022) 
(Converse sneakers trademark 753). 
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FIGURE 7. ADIDAS NIZZA’S MID SHOES. 
The second photo is a shoe sold by adidas. Referring to the 

diagram of the Converse trade dress, one can see how the Converse 
trade dress could cover the adidas shoe. Under Nike’s school of 
thought, Converse should sue adidas for trademark infringement. 
It is indisputable that a suit like the one suggested above would 
help Converse ensure they are the sole creator of the Converse look. 
At the same time, it would stifle the marketplace and give Converse 
little incentive to better their products since they have no 
competitors for shoes of similar aesthetics. The International Trade 
Commission expressed the same— it held that because the 
Converse Trademark (the one displayed above) lacks secondary 
meaning, “it will be much more difficult for Converse to claim 
exclusive rights to sneaker design elements, such as the toe cap and 
multilayered toe bumper with the diamond and line patterns.”122 If 
we take on the ITC school of thought, Nike should not be able to 
trade dress generic shoe features on the Airforce 1 such as the 
overall toe box pins, heeltab, and thick sneaker sole. Instead, 
trademarks and trade dress should be reserved for a product that 
is so iconic that the aggregate features, even without the logo, 
would invoke the same brand awareness. Trademarks are intended 

 
122.  Lupo et al., Converse Loses Its Midsole Amidst ITC Trademark Battle, 

LEXOLOGY, (last visited Mar. 25, 2022) 
https://www.lexology.com/library/detail.aspx?g=c21a43cd-b198-4044-842d-
879bfa15da41. 



NIKE TRADEMARK INFRINGEMENT (DO NOT DELETE) 2/2/23  10:14 AM 

388 COLO. TECH. L.J. [Vol. 20 

to protect logos, designs, and word marks that truly create brand 
association and not to exclude others from the marketplace.  

C. When to Use a Copyright 

Sneakers are art. The rise of sneaker culture through Air 
Jordan and DUNKS proves that claim. There are pairs of shoes that 
are designed for functionality more than aesthetics, like hiking 
boots. However, sneakers like the Ultraboost or Converse are part 
of a greater social culture that conceptualizes shoes as an extension 
of identity–it is wearable art. Yet fashion was not copyrightable 
until the Star Athletica ruling set a new standard. “A feature of a 
useful article is copyrightable if it can be perceived as a two- or 
three-dimensional artwork that is separable from the useful article 
and if it would be a protectable pictorial, graphical, or sculptural 
work on its own (or if applied to another medium, such as a 
canvas).”123  

Following Star Athletica, Yeezy was able to obtain two 
copyrights on its shoes. The copyrights are as follows: 

Yeezy Boost 350 Version 1’s design consists of irregular 
black lines of various lengths and shapes on a gray fabric 
with a black semi-circle in the arch and an orange dotted 
stripe on an off-white heel loop. Yeezy Boost 350 Version 
2’s design includes several grey lines in a wave pattern 
with a thick orange stripe on the outsole that fades toward 
the heel of the sneaker. Underneath Yeezy Boost 350 
Version 2’s outer cloth layer is an inner orange layer that 
adds intermittent orange coloring.124 

Yeezy was the first pair shoes copyrighted since Star Athletica.125 
We learn from Yeezy’s copyright that shoes, even with their 
functional components, can be copyrighted if copyright owner’s 
counsel can make a good argument that the design requesting 
registration can be conceivably separable from the article.  

 
123.  Star Athletica, L.L.C. v. Varsity Brands, Inc., 580 US (2017) (“Op.”). 
124.  PETERSON, SECOND REQUEST FOR RECONSIDERATION FOR REFUSAL TO REG. 

YEEZY BOOST 350, U.S. COPYRIGHT OFFICE (May 8, 2019), 
https://www.copyright.gov/rulings-filings/review-board/docs/yeezy-boost.pdf. 

125.  Rick Mescher, A “Boost” for copyright protection in the fashion industry: 
Kanye’s Yeezy sneakers to receive copyright registrations, TECH. L. SOURCE (May 28, 
2019), https://www.technologylawsource.com/2019/05/articles/intellectual-property-
1/copyright/kanyes-yeezy-sneakers-to-receive-copyright-registrations/. 
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A copyright protects “works of art in a fixed tangible 
medium of expression.”126 Therefore, it is no surprise that a pair of 
sneakers, such as Yeezy were able to obtain a copyright. Yeezy’s are 
not known for their running capabilities or other active uses. 
Instead, they are known for the look and social recognition that 
comes with wearing a pair. In fact, GQ said, “Yeezy Boost shoes are 
the coolest shoes on the planet, that look good on no one.”127 This 
article title says it all. Shoes like Yeezy are made to be the “in” 
thing, to help socialites show off how unique their look is, even if 
that means it doesn’t look great. Thankfully, copyright law doesn’t 
evaluate the aesthetics but instead, whether a work is original. 

If copyright was afforded to Nike when DUNKS came out, Nike 
could have had a different approach to the Warren Lotas claim. 
Trademark is supposed to protect consumers from fakes or to help 
the consumer identify if a good came from a particular 
manufacturer.128 People who are well-versed in the sneaker scene 
know Warren Lotas and his love to produce new kicks based on old 
classics.129 Some are fans, others are critics, but when evaluating 
whether the target market would have been confused, it is hard to 
say a sneakerhead would have fallen victim to Lotas’s “fakes.” 

Nike used a thread from Lotas’s Instagram depicting comments 
from consumers asking whether Warren had collaborated with 
Nike on the product at issue.130 However, the court did not factor 
whether the people commenting were the target market of either 
the DUNKS or the Lotas sneakers.131 It is not unreasonable to think 
many people who follow and comment on posts are not necessarily 
within the intended market.  

If all posts hit their target market with 100% accuracy, then the 
digital advertisement industry would be seeing better returns on 
the price-per-click.132 Further, the internet has trolls–people who 

 
126.  17 U.S.C. § 102. 
127.  Nick Grant, Yeezy Boost shoes are the coolest shoes on the planet, that look good 

on no one, GQ (Apr. 9, 2017), https://www.gq.com/story/yeezy-boosts-coolest-shoes-look-
good-on-no-one. 

128.  On the contrary, some scholars argue trademarks are supposed to protect 
producers. See generally MARK P. MCKENNA, The Normative Foundations of Trademark 
Law, 82 NOTRE DAME L. REV. 1839 (2007). 

129.  Brendan Dunne, Nike v. Warren Lotas: The Bootleg Dunks and Their Place in 
History, COMPLEX (Nov. 13, 2020), https://www.complex.com/sneakers/nike-warren-
lotas-lawsuit-knockoff-dunks-history/ (showing Warren making shoes based on a classic 
shoe). 

130.  Nike v. Warren Complaint, supra note 76, at 11. 
131.  See generally Nike, Inc. v. Lotas, supra note 108. 
132.  Help your ads find the people who will love your business, FACEBOOK, 

https://www.facebook.com/business/ads/ad-targeting (last visited Mar. 25, 2022) 
(showing what target markets are and how to optimize the target market for ads). 
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spend their days creating chaos online.133 Therefore, it is 
undisputed that Nike should be able to stop Warren from selling 
shoes that would confuse a consumer, but their argument that true 
consumers would be confused lacks merit. Instead, their claims fall 
more in line with a design patent or copyright claim rather than 
trademark.  

When DUNKS were released, they were the first of their kind. 
They were novel, unique, and pushed the sneaker industry into a 
new era. DUNKS were innovative. If copyright is to promote the 
progress of “Science and the useful Arts”134 and trademark is to 
prevent unfair competition that comes with consumer confusion135 
it seems clear that Nike should have been suing under copyright 
and not trademark. When reviewing the target market, the 
consumer looking to buy special edition DUNKS and Warren Lotas 
kicks are not the same as a lay person.  

All, or almost all, people in developed countries have sneakers. 
But just a fraction has enough knowledge about the sneaker 
industry and culture to be deemed a sneakerhead. For example, a 
layperson, who does not see the value in classic sneakers, would be 
stunned to know people regularly spend thousands on a pair of 
shoes that retailed for less than a few hundred dollars.136 But 
sneakerheads know the value of certain sneakers and shoes like the 
Broccolini DUNKS are unattainable.  When supply decreases, 
prices (and demand) increase.137 If a sneakerhead were to log onto 
Instagram and see Warren Lotas dropping his play on the 
Broccolini’s or what Nike says are “fake” Broccolinis, they would 
not think the $300 pair of shoes are Nike collaborated.  

As an extension, even though Converse is more well-known 
than the underground sneaker culture that makes a shoe such as 
the Broccolini successful, Nike was still able to have a court find in 
their favor, unlike Converse.138 However, had there been copyright 
protection for sneakers at the time of the Converse and DUNKS, 
 

133.  Vann Vicente, What Is an Internet Troll? (and How to Handle Trolls), HOW TO 
GEEK (Jan. 21, 2020, 8:00 AM) https://www.howtogeek.com/465416/what-is-an-internet-
troll-and-how-to-handle-trolls/. 

134.  U.S. Const. art. I, § 8, cl. 8.  
135.  See generally Overview of Trademark Law, HARVARD, 

https://cyber.harvard.edu/metaschool/fisher/domain/tm.htm (last visited Mar. 25, 
2022). 

136.  Jordan 1 OG, STOCKX, https://stockx.com/jordan-1-og-chicago-1985 (last 
visited Mar. 25, 2022). 

137.  Principles of Economics, U. OF MINN., 
https://open.lib.umn.edu/principleseconomics/chapter/3-3-demand-supply-and-
equilibrium/ (last visited Mar. 25, 2022). 

138.  Converse Loses Its Midsole Amidst ITC Trademark Battle, LEXOLOGY, 
https://www.lexology.com/library/detail.aspx?g=c21a43cd-b198-4044-842d-
879bfa15da41 (last visited Jan. 1, 2021). 
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both of these shoes’ designers should have filed for copyright 
registration because they were the first of their kind and created an 
overarching design used by many other sneakers for years to come.  

D. Copyright v. Design Patent: Which is better for the 
business? 

A business should obtain a design patent rather than copyright. 
The copyright should be held by the designer. To win a copyright 
claim, the plaintiff must show “copying in fact” meaning the second 
person copied from the copyrighted material and the second person 
did not independently create their work.139 Copyright claims are 
tougher to establish, but the right is one of the longest intellectual 
property right protections, without a need to prove use over the 
years. Though design patents are temporally shorter, a design 
patent claim does not need to prove actual copying, only that the 
infringing product is a copy or substantially similar to the design 
patent.140 Therefore, design patents offer stronger protection than 
copyrights because independent creation does not null a design 
patent claim. 

In the same vein, if we allowed the designer to hold the 
copyright, we would be giving incentive to the designer or person 
who produces “useful arts” to keep producing new concepts and 
ideas because the design is theirs to use, sell, or reproduce. Just as 
a sculptor thinks of his design before he begins to chip away at a 
block of marble, a sneaker designer looks at the industry and fills 
the gaps of what the world needs. In turn, the designer creates a 
new visual experience with a shoe design, like the Converse during 
WWII.141 The court should grant a thin copyright for the design of 
a new shoe but exclude the trademark if the copyright is held by 
someone other than the trademarked brand itself.  

The designer isn’t in the shoe production market. They are in 
the market of selling ideas.142 In this proposed distribution of 

 
139.  Lydia Pallas Loren & R. Anthony Reese, Proving Infringement: Burdens of 

Proof in Copyright Infringement Litigation, 23 LEWIS & CLARK L. REV. 621, 633 (2019). 
140.  Christopher A. Cotropia & Mark A. Lemley, Copying in Patent Law, 87 N.C. L. 

Rev. 1421, 1428 (2009). 
141.  Converse and the Chuck Taylor: How it All Came to Be, HYPEBEAST (Jul. 13, 

2015), https://hypebeast.com/2015/7/converse-and-the-chuck-taylor-how-it-all-came-to-
be. 

142.  Jane Hamill, How Do I Sell My Design Ideas to a Big Fashion Company?, 
FASHION BRAIN, https://fashionbrainacademy.com/how-do-i-sell-my-design-ideas-to-a-
big-fashion-company/  (last visited Mar. 26, 2022) (showing how people sell their ideas 
in the fashion industry to brands); see also How to sell your design ideas to clients, 
CREATIVEBLOQ (Feb. 27, 2015), https://www.creativebloq.com/web-design/sell-design-
ideas-clients-21514319. 
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intellectual property rights, the courts would create an incentive for 
the designer to keep making new ideas while also allowing 
companies to reap the benefits through design patents. The part 
that companies add to the design should be included in the design 
patent, so long as it is not obvious, like changing the shoe from 
white to yellow. Finally, if the company can create brand 
association to that exact design, then they should be afforded trade 
dress protection.  

The sneaker industry should be the basis for intellectual 
property rights when it comes to the fashion industry. A pair of 
shoes is a cornerstone to an outfit. There is no fit143 without them. 
As we continue towards a more documented history, the need to 
sample or work off iconic shoe designs will be necessary to continue 
giving society different ways to express itself through fashion.  

Corporations can reap the benefits of the original product 
through design patents, but it should be up to the designer how they 
will reconstruct and improve the design to fulfill the next 
generation of sneakerheads. At the very least, courts should refrain 
from enforcing trade dress claims that lack true brand association 
and are instead a shortcut to exclusion rights because businesses 
do not want to bear the burden of proof for a copyright claim or 
design patent registration.144  
 
 

 
143.  SLANGIT, https://slangit.com/meaning/fit (last visited Mar. 26, 2022). 
144.  As for “The Conclusion” as PART V promises, while this publication may 

significantly reduce my chances of obtaining my personal dream to represent an apparel 
and/or shoe company, I hope this paper sparks a (needed) conversation in the 
intersection of law and fashion. The best way to become better is to acknowledge where 
inefficiencies may lie. I hope I inspire those companies to try something new. 


